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DETAILED ACTION 

Notice To Applicant 

1 . This communication is in response to the application filed on 27 September 
2001. Claims 1-19 are pending. The IDS statement filed on 16 October 2003 have 
been entered and considered. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 18 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

(A) Claim 18 is unclear because it fails to recite which claim it depends from. 
Examiner will proceed as if Applicant intended claim 18 to depend from claim 17. 
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Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



5. Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mayaud (5,845,255; hereinafter Mayaud), in view of Joao (6,283,761 ; hereinafter Joao). 

(A) As per claim 1, Mayaud discloses a method comprising: 

(a) receiving a patient prescription for a specified medication (Mayaud: col. 
27, lines 30-39); 

(b) verifying availability of insurance coverage from an insurance company for 
the patient prescription (Mayaud: col. 15, lines 48-53; col. 21, lines 33-41; 
col. 53, lines 23-34); and 

(c) verifying an insurance payment category for the prescription (Mayaud: col. 
5, lines 33-43). 
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Mayaud, however, fails to expressly disclose a method comprising: 

(d) collecting the payment from the patient based on the payment category; 
and 

(e) transmitting the payment category and the payment to the insurance 
company excluding the medication information. 

Nevertheless, these features are old and well known, as evidenced by Joao. In 
particular, Joao discloses a method comprising: 

(d) collecting the payment from the patient based on the payment category 
(Joao: col. 12, lines 18-43; col. 13, lines 7-20; col. 14, lines 59-67; col. 15, 
lines 1-5; col. 19, lines 12-21; col. 37, lines 47-65; Fig. 1); and 

(e) transmitting the payment category and the payment to the insurance 
company excluding the medication information (Joao: col. 12, lines 18-43; 
col. 13, lines 7-20; col. 14, lines 59-67; col. 15, lines 1-5; col. 19, lines 12- 
21; col. 37, lines 47-65; Fig. 1). 

One of ordinary skill would have found it obvious at the time of the invention to 
combine the teachings of Joao with the teachings of Mayaud with the motivation of 
providing an apparatus and method for processing and/or providing healthcare 



Application/Control Number: 09/965,003 Page 5 

Art Unit: 3626 

information and/or healthcare-related information for facilitating a variety of healthcare 
applications (Joao: col. 8, lines 3-14). 

(B) As per claim 2, Mayaud discloses the method of claim 1 wherein the payment 
category is a brand name (Mayaud: col. 4, lines 60-65). 

Examiner has noted insofar as claim 2 recites, "selected from brand name, 
generic, and not covered," brand name has been recited. 

(C) As per claim 3, Mayaud discloses the method of claim 1 further comprising 
dispensing the prescription to the patient (Mayaud: abstract; col. 4, lines 29-35). 

(D) As per claim 4, Mayaud discloses the method of claim 1 further comprising 
collecting patient preexisting prescription information and patient insurance information 
from a storage medium (Mayaud: col. 15, lines 47-58; col. 21, lines 33-41; col. 41, lines 
42-67; col. 42, lines 1-16; Fig. 12). 

(E) As per claim 5, Mayaud fails to expressly disclose the method of claim 4 further 
comprising recording the prescription and the payment on the storage medium. 

Nevertheless, these features are old and well known, as evidenced by Joao. In 
particular, Joao discloses the method of claim 4 further comprising recording the 
prescription and the payment on the storage medium (Joao: col. 16, lines 33-65; col. 17, 
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lines 25-67; col. 18, lines 1-33; col. 19, lines 7-67; col. 20, lines 1-8; col. 37, lines 47-65; 
Fig. 1). 

One of ordinary skill would have found it obvious at the time of the invention to 
combine the teachings of Joao with the teachings of Mayaud with the motivation of 
providing an apparatus and method for processing and/or providing healthcare 
information and/or healthcare-related information for facilitating a variety of healthcare 
applications (Joao: col. 8, lines 3-14). 

(F) As per claim 6, Mayaud discloses the method of claim 1 further comprising 
checking for adverse reactions between the patient prescription and at least one 
preexisting patient prescription (Mayaud: col. 31, lines 18-67; col. 32, lines 1-21). 

(G) As per claim 7, Mayaud discloses a method comprising: 

(a) storing patient prescription information on a storage medium (Mayaud: col. 
41, lines 42-67; col. 42, lines 1-16; Fig. 16); and 

(b) providing unlimited access to the prescription information to the patient 
(Mayaud: col. 7, lines 30-45; col. 8, lines 60-63). 



Mayaud, however, fails to expressly disclose a method comprising: 
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(c) providing limited access to the prescription information to third parties in 
response to authorization by the patient. 

Nevertheless, this feature is old and well known in the art, as evidenced by Joao. 
In particular, Joao discloses a method comprising: 

(c) providing limited access to the prescription information to third parties in 
response to authorization by the patient (Joao: col. 4, lines 6-1 1 ; col. 7, 
lines 16-19; col. 19, lines 7-12). 

One of ordinary skill would have found it obvious at the time of the invention to 
combine the teachings of Joao with the teachings of Mayaud with the motivation of 
providing an apparatus and method for processing and/or providing healthcare 
information and/or healthcare-related information for facilitating a variety of healthcare 
applications (Joao: col. 8, lines 3-14). 

(H) Claim 8 differs from method claim 1 by reciting "a computer product in a 
computer readable medium" within its preamble. As per these elements, Mayaud's 
patient information management system includes computers, databases, interfaces, and 
gateway-routers, among other components (Mayaud: col. 45, lines 7-67; col. 46, lines 1- 
67; col. 47, lines 1-10; Fig. 16). As such, it is readily apparent that Mayaud's patient 
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information management system is controlled by a computer product in a computer 
readable medium." 

The remainder of claim 8 substantially repeats the same limitations of method 
claim 1 and is therefore, rejected for the same reasons given above for claim 1 , and 
incorporated herein. 

(I) Claims 9-1 3 substantially repeat the same limitations of claims 2-6 and are 
therefore, rejected for the same reasons given for those claims. 

(J) Claim 14 differs from method claim 1 by reciting hardware elements, namely, a 
receiving means, a first verifying means, a second verifying means, a collecting means, 
and a transmitting means. As per these elements, it is submitted that because the 
teachings of Mayaud and Joao disclose the process steps recited in method claim 1 , 
claim 1 , in order to perform the process steps, discloses the aforementioned hardware 
elements as well. As such, claim 14 substantially repeats the same limitations of 
method claim 1 and is therefore, rejected for the same reasons given above for claim 1 
and incorporated herein. 

(K) Claims 15-19 substantially repeat the same limitations of claims 2-6 and are 
therefore, rejected for the same reasons given for those claims. 
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Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
Applicant's disclosure. The cited but not applied art teaches a medication monitoring 
system and method (6,421 ,650); and a secure on-line authentication system for 
processing prescription drug fulfillment (US 2001/0047281). 

The cited but not applied prior art also includes non-patent literature articles by 
Anonymous ("Healthy gains at Source Informatics" Dec 1996. Software Magazine. Vol. 
16, Iss. 12. pg. S16.); Business Wire ("UCLA-Affiliate St. Mary Medical Center and 
Texas Cancer Center Partner as Beta Test Sites for Electronic Prescription Pad 
Service" Nov 5, 1999. pg. 1.); and Minicomputer News ("Prescription Tracker Eases 
Pharmacy's Mounting Workload" Jul 15, 1976. Vol. 2, Iss. 15. pg. 10.). 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mike Tomaszewski whose telephone number is 
(571)272-8117. The examiner can normally be reached on M-F 7:00 am - 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on (571)272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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